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DETAILED ACTION 

Restriction Response 

1 . Applicant's election of Group I (claims 1-20) in the reply filed on 09/02/2010 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). The restriction requirement is therefore 
made FINAL. 

2. Claims 21 -24 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected inventions, there being no allowable generic or 
linking claim. 

3. Claims 1-20 are included in the prosecution. 

Priority 

5. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). 

Information Disclosure Statement 

6. The information disclosure statements (IDS) filed on 04/07/06 and 08/1 3/1 0 are 
acknowledged. The submissions are in compliance with the provisions of 37 CFR 1 .97 
and 1 .98. Accordingly, the examiner is considering the information disclosure 
statements. 

See attached copies of PTO-1449. 
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Claim Objections 

4. Claims 9 and 1 9 are objected to because of the following informalities: 

• Claim 19 recites "a change in whiteness AL". It appears that the "change in 
whiteness" should be symbolized by "AL" (as disclosed on Page 13, line 2 of the 
instant specification). Appropriate correction is required. 

• Claim 9 recites "a A (max)" in part (vi). This should be corrected to recite "a A 
(max)" (as disclosed on Page 8, line 15). 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 6 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
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feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). 

• In the present instance, claim 6 recites the broad recitation "23 to 29 nm", and the 
claim also recites "preferably 24 to 28 nm" which is the narrower statement of the 
range/limitation. 

• Claim 19 recites the broad recitation "a change in whiteness AL of less than 3", and 
the claim also recites "preferably less than 2.5" which is the narrower statement of 
the range/limitation. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Masuda (WO 98/26752) in view of Kessell (WO 03/041677 A2). 
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The claimed invention is a water-in-silicone oil emulsion comprising: 

(i) in the range from 0.1 to 25% by weight of particles of metal oxide having a 
median particle volume diameter in dispersion in the range from 18 to 32 nm, 

(ii) 5 to 60% by weight of silicone oil, and 

(iii) greater than 20% by weight of water. 

Masuda teaches a water-in-oil emulsion containing an aqueous phase, ultra fine 
titanium dioxide particles in a dispersion and an oil phase (Abstract). Table 1 discloses 
Examples 1-4 which contain from 5.00% - 10.00% ultra fine titanium dioxide dispersion, 
30.50% silicone, and at least 20% by weight of water (Ex. 1 has 29.33%, Ex. 2 has 
26.83%, Ex. 3 has 24.33%, and Ex. 4 has 27.33%) (Page 14, Table 1). The ultra fine 
titanium dioxide-water dispersion comprises from about 0.2% to about 18% by weight of 
an ultra fine titanium dioxide (Page 16, claim 1). The emulsification of the oil phase and 
aqueous phase is disclosed (Page 14, lines 1-15). The ultra fine titanium dioxide has an 
average particle size of from about 10 nm to about 100 nm (Page 8, lines 21-22). 

Masuda does not expressly teach the median particle volume diameter in 
dispersion in the range from 18 to 32 nm. 

Kessell teaches compositions of aqueous dispersions used for preparing 
sunscreen compositions especially in the form of emulsions (Abstract, Page 12, lines 
30-31, claims 1-25). The composition comprises metal oxide particles having a median 
volume particle diameter of "less than 45 nm, suitably less than 40 nm, preferably less 
than 36 nm, more preferably in the range from 22 to 30 nm, particularly 24 to 30 nm, 
and especially 24 to 27 nm" (Abstract and Page 5, lines 30-35). Titanium dioxide is the 
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preferred metal oxide (Page 2, lines 29-30). Example 3 discloses a fluid dispersion 
containing water, silicone (as a defoamer), titanium dioxide, and surfactant, i.e., a water- 
in-silicone oil emulsion (Page 16, line 32 to Page 17, line 3). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to prepare a water-in-silicone oil emulsion comprising 0.2% to 
about 18% by weight of ultra fine titanium dioxide particles having an average particle 
size of from about 10 nm to about 100 nm, 30.50% silicone, and at least 20% by weight 
of water, as taught by Masuda, use metal oxide (titanium dioxide) particles having a 
median particle volume diameter of less than 45 nm (suitably less than 40 nm, 
preferably less than 36 nm, more preferably in the range from 22 to 30 nm, particularly 
24 to 30 nm, and especially 24 to 27 nm), as suggested by Kessell, and produce the 
instant invention. 

One of ordinary skill in the art would have been motivated to do this because 
both references are drawn to preparing compositions comprising water-in-silicone 
emulsions that contain silicone, metal oxide particles, and water. Metal oxide particles 
are known to be used in water-in-silicone oil emulsions and the simple substitution of 
one known element (metal oxide particles taught by Masuda - ultra fine titanium dioxide 
particles) for another (metal oxide particles having a median particle volume diameter of 
less than 45 nm) to obtain predictable results is obvious. Please see MPEP 2141 . 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole was prima facie obvious to one of 
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ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

Regarding instant claim 1 , the limitation of a water-in-silicone oil emulsion is 
obvious over the water-in-silicone oil emulsion taught by Masuda (Abstract and Page 
14, Table 1) and by the fluid dispersion containing water, silicone, and titanium dioxide 
taught by Kessell (Page 16, line 32 to Page 17, line 3, Example 3). The limitation of the 
range from 0.1 to 25% by weight of particles of metal oxide is obvious over Examples 1- 
4 which contain from 5.00% - 10.00% ultra fine titanium dioxide dispersion (Page 14, 
Table 1 ) and where the ultra fine titanium dioxide-water dispersion comprises from 
about 0.2% to about 18% by weight of an ultra fine titanium dioxide (Page 16, claim 1) 
as taught by Masuda. The limitation of the metal oxide particles having a median 
particle volume diameter in dispersion in the range from 18 to 32 nm is obvious over 
metal oxide particles having a median volume particle diameter of "less than 45 nm, 
suitably less than 40 nm, preferably less than 36 nm, more preferably in the range from 
22 to 30 nm, particularly 24 to 30 nm, and especially 24 to 27 nm" as taught by Kessell 
(Abstract and Page 5, lines 30-35). The limitation of 5 to 60% by weight of silicone oil is 
obvious over the 30.50% silicone, as taught by Masuda (Page 14, Table 1). The 
limitation of greater than 20% by weight of water is obvious over the at least 20% by 
weight of water (Ex. 1 has 29.33%, Ex. 2 has 26.83%, Ex. 3 has 24.33%, and Ex. 4 has 
27.33%), as taught by Masuda (Page 14, Table 1). 

Regarding instant claims 2 and 4, the limitation of the metal oxide incorporated 
into the emulsion in the form of an aqueous dispersion and the limitation of titanium 
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dioxide are obvious over the ultra fine titanium dioxide particles in aqueous dispersion 
that is incorporated into the water-in-silicone oil emulsion, as taught by Masuda 
(Abstract and Page 14, Table 1) and by the aqueous dispersion containing particulate 
titanium dioxide, as taught by Kessell (Pages 15-17, Examples 1-4, claim 2). 

Regarding instant claim 3, the limitation of the metal oxide particles that are 
hydrophobic is obvious over the ultra fine titanium dioxide particles that are 
hydrophobic, as taught by Masuda (Page 8, lines 23-30, Page 17, claim 8) and by the 
hydrophobic metal oxide particles taught by Kessell (Page 1 , line 5, and line 35 to Page 
2, line 2). 

Regarding instant claim 5, the limitation of the mean length of the metal oxide 
particles in the range from 50 to 90 nm is obvious over the metal oxide particle having 
the mean length in the range from 50 to 90 nm, as taught by Kessell (Abstract). The 
limitation of the mean width of the metal oxide particles in the range from 5 to 20 nm is 
obvious over the metal oxide particle having the mean width in the range from 5 to 20 
nm, as taught by Kessell (Abstract). 

Regarding instant claim 6, the limitation of the metal oxide particles having a 
median particle volume diameter in dispersion of 23 to 29 nm is obvious over metal 
oxide particles having a median volume particle diameter of "less than 45 nm, suitably 
less than 40 nm, preferably less than 36 nm, more preferably in the range from 22 to 30 
nm, particularly 24 to 30 nm, and especially 24 to 27 nm" as taught by Kessell (Abstract 
and Page 5, lines 30-35). 
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Regarding instant claims 7-8, the limitations of the metal oxide particle volume 
diameters are obvious over the teaching by Kessell that: "The metal oxide particles 
suitably have no more than 1 6% by volume of particles having a volume diameter of 
less than 16 nm, preferably less than 20 nm, more preferably less than 22, particularly 
less than 24 nm, and especially less than 25 nm. In addition, the metal oxide particles 
suitably have more than 84% by volume of particles having a volume diameter of less 
than 50 nm, preferably less than 40 nm, more preferably less than 35, particularly less 
than 30 nm, and especially less than 28 nm" (Page 6, lines 2-8). One of ordinary skill in 
the art would find it obvious to manipulate the dimensions and volume of the metal 
oxide particles and arrive at the instantly claimed volume diameters. 

Regarding instant claims 9-10, the limitation of the metal oxide particles having 
an extinction coefficient at 524 nm of less than 1 .5 l/g/cm is obvious over the extinction 
coefficient at 524 nm (E524) of less than 1 .5; the limitation of an extinction coefficient at 
450 nm in the range from 0.2 to 3.0 l/g/cm is obvious over the extinction coefficient at 
450 nm of less than 3.0, preferably in the range of 0.1 to 2.0; the limitation of an 
extinction coefficient at 360 nm in the range from 4.0 to 12.0 l/g/cm is obvious over the 
extinction coefficient at 360 nm of greater than 3, preferably in the range from 5 to 10; 
the limitation of an extinction coefficient at 308 nm in the range from 35 to 65 l/g/cm is 
obvious over the extinction coefficient at 308 nm in the range of 35 to 65; the limitation 
of a maximum extinction coefficient in the range from 50 to 80 l/g/cm is obvious over the 
maximum extinction coefficient in the range from 50 to 80; the limitation of a A(max) in 
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the range from 265 to 287 nm is obvious over the A(max) in the range from 260 to 290 
as taught by Kessell (Page 6, line 28 to Page 7, line 10). 

Regarding instant claim 1 1 , the limitation of the aqueous dispersion comprising at 
least 25% by weight of metal oxide particles is obvious over the aqueous dispersion 
comprising at least 35%, preferably at least 40% by weight of metal oxide particles 
(Page 20, claim 1 7) and the fluid dispersion containing 200 g of titanium dioxide for a 
calculated weight % of 40.20% (200 g of titanium dioxide + 497.5 g total = 40.20%) as 
taught by Kessell (Page 16, Example 3, lines 32-37). 

Regarding instant claims 12-13, the limitation of the aqueous dispersion 
comprising 2 to 15% by weight of at least one dispersing agent is obvious over the use 
of about 0.002% to about 7.2% of a non ionic surfactant, as taught by Masuda (Page 16, 
claim 1) and over the nonionic surfactants used at a calculated level of 9.65% (24 g of 
isodecyl alcohol 6-ethoxylate + 24 g of oleyl alcohol 1 0-ethoxylate = 48 g 497.5 g total 
= 9.65%) as taught by Kessell (Page 16, Example 3, lines 32-37). 

Regarding instant claim 14, the limitation of 5 to 50% by weight of at least one 
non-ionic dispersing agent, calculated with respect to the metal oxide particles is 
obvious over the dispersible polymer used at about 0.1% to about 10% by weight, as 
taught by Masuda (Page 16, claim 1 ). One of ordinary skill in the art would find it 
obvious to use this level of dispersible polymer and calculate the weight percent of the 
polymer with respect to the weight of the metal oxide particles during the process of 
routine experimentation. 
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Regarding instant claim 1 5, the limitation of 0.1 to 1 0% by weight of at least one 
emulsifier is obvious over the emulsifiers (Page 5, line 14, Page 12, lines 29-31), the 
use of emulsifiers at about 0.5% to about 10% (Page 1 1 , lines 9-11), and the use of 
2.25% emulsifiers, as taught by Masuda (Page 14, Table 1, Ex. 1-5). 

Regarding instant claim 16, the limitation of a silicone emulsifier is obvious over 
the emulsifiers useful for water-in-silicone emulsions including polydiorganosiloxane- 
polyoxyalkylene copolymers, dimethicone copolyol, as taught by Masuda (Page 1 1 , 
lines 3-11). 

Regarding instant claim 1 7, the limitation of less than 1 0% by weight of any oil 
other than silicone oil is obvious over the oils that may comprise paraffins, 
hydrocarbons, esters, and ethers and where about 90% of the oil phase is volatile 
silicones, non-volatile silicones and mixtures thereof, as taught by Masuda (Page 4, 
lines 5-1 1 ). Therefore, if about 90% of the oil phase is composed of silicones, about 
10% will be non-silicone. 

Regarding instant claim 18, the limitation of silicone oil as the sole oil is obvious 
over the preferred silicone oil phase, as taught by Masuda (Page 4, lines 13-15). 

Regarding instant claim 19, the limitation of a change in whiteness AL of less 
than 3 is obvious over the change in whiteness AL of less than 3, as taught by Kessell 
(Page 7, lines 12-15). 
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Regarding instant claim 20, the limitation of a whiteness index in the range from 
10 to 90% is obvious over the whiteness index of less than 100%, more preferably in 
the range from 10 to 80%, as taught by Kessell (Page 7, lines 15-18). 

Conclusion 

10. No claims are allowed. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aradhana Sasan whose telephone number is (571) 272- 
9022. The examiner can normally be reached Monday to Thursday from 6:30 am to 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert A. Wax, can be reached at 571-272-0623. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

/Aradhana Sasan/ /Humera N. Sheikh/ 

Examiner, Art Unit 1 61 5 Primary Examiner, Art Unit 1 61 5 



